THE JOINT EXAMINATION BOARD
PAPER T4

ADVANCED UNITED KINGDOM TRADE MARK
PRACTICE

Wednesday, 22nd November 2000
10,00 a.m. - 2.00 p.m.

Please read the following mnstructions carefully. This is a FOUR HOUR paper.

1. Check the contents of this envelope. You have, including this sheet, 16 sheets in
total.

2. You should attempt question | (40 marks) and no more than three of the
remaining four questions (20 marks each).

3. The number of marks allotted to each question is shown in brackets at the end of
the question,

4. Where a question permits of reasons being given for the conclusions reached, such
reasons should be given

5. Start each question (but not necessarily each part of each question) on a fresh
sheet of paper. In the appropnate boxes at the top of each sheet please enter the
designation of the paper (T4), the question number and your examination number.
You should write only on one side of the paper using BLACK ink. Do NOT staple
pages together. You should NOT write your name anywhere in the answers

6. Unless specifically requested, answers are NOT required in letter form.

7. NO printed matter or other written material may be taken into the examination
room

8 Answers MUST be legible. If the examiners cannot read a candidate's answer
then no marks will be awarded.

ooollooo.

This paper consists of 16 pages, including this front sheet
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Question 1—Search Question.

Your clients are Insurance Holdings Limited who own several subsidiary companies involved
mostly but not exclusively in the insurance busmess.

One of the subsidiaries, Falcon Limited, has supplied msurance for professional musicians (eg
third party liability for events, musical instrument insurance and so on) under the trade mark
FALCON since at least 1985 but has never registered any trade marks. They have hired an
advertising company to devise a campaign to raise their profile because they have well developed
plans to extend the range of insurance policies they sell to encompass other forms of insurance
like personal property, buildings and contents, motor insurance, pets, personal injury and so on.
Because of their long association with the music industry the advertising company has supgested
that they set up a pop group with wide appeal and called by the same name (ie FALCON) With
your clients’ contacts in the music industry and the financial backing available vour clients
believe that this would be an unusual and effective way of launching the proposed extension to
their existing business

Another subsidiary has been set up to establish an mnsurance business on-line. Initially this will
only be for motor insurance and the chosen name is EXPRESS INSURANCE DIRECT,

You have conducted a search for the following;

FALCON for insurance services and for musical services
EXPRESS INSURANCE DIRECT for insurance services.

Write a letter to your clients advising them as to the availability and repistrability of each mark,
in the United Kingdom, recommending ways of trying to overcome any potential problems which
vou have identified,

NE EXPRESS newspapers, DIRECT LINE insurance and AMERICAN EXPRESS are marks
with a significant reputation in the United Kingdom

(40 Marks)
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Question 2

Your client Core Radio Limited of Sunderland, a wholly owned subsidiary of Core
Communications ple, intends to commence broadcasting of local radio programmes throughout
northern England at the beginning of February next year.

The Company Secretary of your client filed an application mn the UK i Classes 9, 38 and 41 to
register the following marks as a series of three marks:

L. CORE

Z,

-~ E‘@.R:E
(G i" ‘ )\u
Eh'&EL&ﬁi!

3. CORR RADIO

The application was allocated No 2221111, given a filing date of 4 July 2000 and specified the
following goods and services:

Class 9 - Electrical, electronic and telecommunications apparatus; audio cassette tapes; videos,
gramoplione records; radios; sound recording and reproducing apparatus, compact discs, CD
ROMs, computer software and hardware; electronic publications downloadable from the Internet

Class 38 - Telecommunications; radio broadcasting.
Class 41 - Radio entertainment; production of radio programmes

Core Communications ple was incorporated in December 1993 and has camried on business in the
UK and abroad producing, buying, selling, distnibuting and promoting radio and television
programmes since May 1994, Core Radio Limited was incorporated in England in March 1999
and has not currently traded or provided any services. Core Communications ple does not and has
never had any other subsidiary companies.

Your client has informed you that due to a typographical error the third mark in the series
incorrectly appeared as CORR RADIO and should have been CORE RADIO. You have been
asked to correct this error.

The Company Secretary of Core Radio Limited has sent you a copy of the Examination report for
the application and asked you to advise on how they should proceed and what further information
you Tequire.

Advise vour client of his options at this stage and of any action needed before responding to the

Official Action.
(20 Marks)
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EXAMINATION REPORT

Application No, 2221111 in Classes 9, 38 and 41 has been examined under the Trade Marks Act
References to 'section’ in this report mean that section of the Act

Series Marks (Section 41(2))

The marks do not form a series, because they do not resemble each other as to their matenal particulars.
The objection may be overcome if two of the marks are deleted, or divided off to make separate
applications. Each request to divide must be made on Form TM12, accompanied by the divisional fee,
and additional application fee,

Absolute Grounds for Refusal (Section 3)

The application is not acceptable in all Classes: there is an objection under Section 3(1)}(b) & (¢) of the
Act because the marks consist exclusively or essentially of the word "Core" being a sign which may serve
in trade to designate e.g. goods and services that are the most important or that relate to the innermost or

most essential part of something,
There is an objection under Section 3(3)(a) in relation to the second mark in the series in that its
registration would be contrary to public policy or accepted principles of morahty.

Class 09 - Relative Grounds for Refusal (Section 5)

There is an objection under Section 5(2) because there is a likelihood of confusion with the earlier marks,
which are listed below and detailed at the end of this report.
[Note: E denotes a Community mark and M denotes an Intemational mark]:

1303849 (09) 2000634 (38) M699006 (09, 42)
E395731 (09, 16)

There is an objection under Section 3(6) because the specification is so wide that there is some doubt
about the accuracy of the statement on the application form that the applicant is using, or intends to use,
the mark on all of the goods applied for. The goods should therefore be listed by name and restricted, or
documents or other information supplied to show that the specification accurately describes the range of
goods for which the mark is used, or proposed to be used.

Class 38 - Relative Grounds for Refusal (Section 5)

There 1s an objection under Section 5(2) because there 15 a likelihood of confusion with the earlier marks,
which are listed below and detailed at the end of this report.

[Note: E denotes a Community mark and M denotes an International mark]:

1303849 (09) 2000634 (38, 41) M699006 (09) E305731 (09)

Class 41 - Relative Grounds for Refusal (Section 5)

There is an objection under Section 5(2) because there is a likelihood of confusion with the earlier marks,
which are listed below and detailed at the end of this report,

[Note: E denotes a Community mark and M denotes an International mark]:

2000634 (38, 41)

END OF EXAMINATION REPORT
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1303849 (RGSTRD)

1303849 13 March 1987 (09)
COREfast

Registration of this mark shall give no right to the
exclusive use, separately of the words "Core” and
"Fast".

Class 9

Computer software and hardware, semiconductor
chips; tape drives and data back-up cartndges;
telecommunications apparatus; all included in
Class 9.

CoreFast Products, Inc., 3031 North Federal
Highway, Boca Raton, Florida 33399, USA

Agent: XYZ Associates

20006034 4 November 1994 (38, 41)
RADIO CORE

Class 38: Radio broadcasting,

Class 41: Production of radio programmes.

Core Radio (UK) Limited, 16 London Road,
Bristol BSSTYZ

Agent: Old, Short & Dunne

(Madrid) 699006 (EXAMIND)

(OHIM) 395731 (PENDING)

699006 29 April 1998 (09, 35, 42)

CORE

Class 9: Computer peripheral devices; computer
Class 35: Checking, recording and management
of data.

Class 42: Technical advice and technical support
provided to users of global computer networks.
Bamberg Computers GmbH, 114 Brennerstrafie,
Bamberg, Germany D-96182

Representative: Brandt & Muller

395731 14 January 1997 (09, 16)
CORE COMMUNICATIONS

Class 9: Sound and video recordings; radio and software.
television programmes; videos; compact discs;
cinematographic films; audio cassette tapes;

computer programs. CD ROMs; discs;

computer software.

Class 16; Printed publications: stationery;

diaries; calendars; computer programmes in

printed form.

Core Communications ple, 81-80 East
Street,
Hull HU1 IRS

Representative: Smith & Little

13
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Question 3.

The client is a husband and wife partmership trading as ACTORWAY. They supply trained actors
to teach organisers of training courses how to improve their skills of presentation. The organisers
who attend such courses are typically company employees responsible for in-house training of
their colleagues.

ACTORWAY was established two years ago and has been very successful on a regional level.
The business now plans to expand to encompass the UK as a whole. It has been decided that by
setting up a web-site under the domain name “actorway.com”, the initial steps could be taken to
set this in motion, both for the recruitment of actors, and publicising the business on a wider
scale. They have decided on this method of making themselves known because they do not have
the finances to run a direct mailing campaign other than for companies in their own region, let
alone launch a national promotional campaign.

When they came to register the domain name, ACTORWAY.COM, they found that the name had
already been registered by someone else, a Mr Nick Brown. Closer investigation showed that the
person who had beaten them to it was actually a disgruntled former employee of theirs. The
website promotes services which are identical to those offered by your clients and the copynght
in the matenial 1s claimed to be owned by a company called Actorway.com Limited. Your clients
asked a friend to make an enquiry with a view to possibly booking actors through the site and he
was offered two actors who have been hired by vour clients from time to time for the same

purpose.
Adbvise your clients (in note form if preferred):
|. what further research 1s recommended;

2. what they can do to stop Mr Brown from using the domain name and company name he
has chosen; and

3. in a domain name and trade mark context, what actions they should take to improve their
current position.

{20 Marks)
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Question 4.,

Your client is Mrs Sally Tomkinson. Her mother used to own a business manufacturing
and selling teddy bears. Eacl bear was different and had its own unique name. One of
the bears was named Sally Simpson — your client’s maiden name — after your client. This
name was one of the few names that was registered as a trade mark.

About ten years ago the business was sold to Teddy Ltd. A search of the Companies
Register discloses that a petition for winding up had been lodged in July 1998 and that
the local Barclays Bank had been appointed as the Official Receiver and Liquidator.

A search of the register revealed that the mark SALLY SIMPSON is still registered. The
register shows the mark in the name of Teddy Limited and the next renewal is due in
2006.

As Mrs Tomkinson is in the process of getting a divorce from her husband she wants to
start her own business to get herself some financial independence. It is intended that the
business will be the manufacturing and selling of soft toys. She has chosen the trading
style SALLY SIMPSON as she is likely to resume use of her maiden name following the

divorce.
Advise your client as to her freedom to use the mark and the options open to her.

(20 Marks)
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(Juestion 5.

Your client is the Scniveners Company, a city livery company. The Scriveners Company was
established as a legal entity in 1373 and was granted a charter in 1617 by James 1. It has
controlled the profession of Scrivener Notary since that time. Scrivener Notaries have had the
exclusive right to practise within the city of London and within a distance of three miles from the
boundaries thereof. This exclusivity to practise for Scrivener Notaries has been abolished in the
Access to Justice (Woolf) Act. This means that other notaries may now practise within the area
formerly reserved entirely for Scrivener Notanes

You are approached by the Clerk of the Company who expresses concem that the long-lived and
high reputation of Scrivener Notaries will be usurped by others. In order to become a Scrivener
Notary it has been necessary for a candidate to pass the series of special examinations
admimstered by the Scrivener Company. The Scriveners Company continues to set and
administer the examinations for the qualification of Scrivener Notaries.

Each candidate for membership of the livery of the Scriveners Company has first to become a
freeman of the City of London. By virtue of their membership of the Scriveners Company, the
certificate of freedom of the City of London entitles the recipient to call himself/herself "Citizen
and Senvener of London”,

Although the exclusivity of Scrivener Motaries to practise within the city of London and its
immediate surroundings has been revoked, a new rule has been adopted that reads as follows:-

"No notary shall describe himself as a Scrivener or a Scrivener Notary unless he holds the
qualifications to practise as a Scrivener Notary from time to time prescribed by the Incorporated
Company of Scriveners of London."

In the increasingly competitive world of the professions in both the United Kingdom and in
Europe, your client is concerned that the value of the name SCRIVENER and SCRIVENER
NOTARY will become devalued. Accordingly they are seeking puidance from vou as to what
action they may take to protect their name and reputation.

You have conducted a search of the register in the UK office and have established that there are
no prior conflicting registrations. You consult the Oxford English Dictionary where you find the
following entry:-

Scrivener

A professional writer or scribe; a copyist; a clerk, a secretary.

A notary.

A person who invested money and interest for clients, and lent funds to those who wanted
to raise money on security. Formerly also MONEY SCRIVENER

L B~

Adwvise your client by letter on the actions that they may be able to take in order to protect his
interests in the UK, bnefly outlining the procedural steps mmvolved and any documents and
evidence required. Give an indication of the problems likely to be encountered, how you might
overcome these and your assessment of their chances of success.

(20 Marks)
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